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Detailed Action 

1. This Office Action is in response to the Application SN 09/888,547 filed on 
06/26/2001 . Claims 1-43 are presented for examination. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claims 1-2, 7-13 and 18-26 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Iwazaki (US 6,687,742). 
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4. As to claim 1, Iwazaki teaches a communication control method for electronic 
email system, comprising: 

email transmitting means for sending email data accompanied by an image file 
(Internet facsimiles 3 and 8 have both means functioning in transmission/reception 
emails with attached image) (Iwazaki, C4:L56 - C5:L4); 

requesting means for requesting reply email responsive to email to be sent when 
the email data is sent by said email transmitting means (Iwazaki, C6: L39-48); 

communication managing means for managing transmission information for each 
of said sent email data (the processing result from the response message is recorded in 
transmission history information); and 

control means for updating the transmission information which is managed by 
said communication managing means on the basis of a reception result of the reply 
email responsive to said sent email (the processing result from the response message 
is recorded in transmission history information and if the receiver's capability is 
described in the response message, the sender checks the user defined filed and 
records the capability together with the email address of the receiver in the address 
book or the like of the sender) (Iwazaki, C7:L51 - C8:L12). 

5. As to claim 2, Iwazaki teaches the apparatus of claim 1 , wherein said requesting 
means requests reply email indicative of a message disposition notification "MDN" of 
the email to be sent (Iwazaki, C6: L39-48). 
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6. As to claim 7, Iwazaki teaches a communication control method for electronic 
email system, comprising: 

email receiving means for receiving email data accompanied by an image file 
(Internet facsimiles 3 and 8 have both means functioning in transmission/reception 
emails with attached image) (Iwazaki, C4:L56 - C5:L4); 

detecting means for detecting control information which requests reply email from 
the email data received by said email receiving means (the email analyzing section 26 
checks the user defined field in the header of the received email message for control 
information requesting reply email) (Iwazaki, C7: L28-43); and 

notifying means for notifying the detection of said control information by 
visualizing means or monitoring means (notifying the detection of said control 
information by the email analyzing section 26 monitoring the user defined field of the 
received email) (Iwazaki, C7: L28-43). 

7. As to claim 8, Iwazaki teaches the apparatus of claim 7, wherein said notifying 
means performs the notification before contents of the email whose control information 
was detected are visually outputted (when the receiver recognizes the identification 
information, the email generator 25 generates an MDN message and returns the MDN 
message to the sender) (Iwazaki, C7: L37-43 and C9: L51-56). 

8. As to claim 9, Iwazaki teaches the apparatus of claim 7, further comprising output 
means for visually outputting contents of the image file attached to the received email 
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(each of the Internet facsimiles 3 and 8 comprises means for processing the image 
attached to the email) (Iwazaki, C10: L46-61), and wherein the image file attached to 
the email whose control information was detected is visually outputted, said notifying 
means adds information indicative of the detection of said control information to a part 
of said image (information indicating the control method of the receiver and a capability 
response as information identifying the type of that email is added to the MDN 
message) (Iwazaki, C9: L51-61). 

9. As to claim 10, Iwazaki teaches the apparatus of claim 9, wherein when the 
image file attached to the email whose control information was detected is visually 
outputted, if the reply email responsive to said control information has already been 
sent, said notifying means adds information indicative of a completion of a response to 
said control information to a part of said image ("capability response" is added to the 
MDN message) (Iwazaki, C8: L1-25). 

10. As to claim 11, Iwazaki teaches the apparatus of claim 7, wherein said 
requesting means requests reply email indicative of a message disposition notification 
"MDN" of the email (Iwazaki, C6: L39-48). 

11. Claims 12-13 are corresponding method claims of apparatus claims 1-2; 
therefore, they are rejected under the same rationale. 
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12. Claims 18-22 are corresponding method claims of apparatus claims 7-11; 
therefore, they are rejected under the same rationale. 

13. Claims 23 and 25 are corresponding computer program and computer-readable 
memory medium claims of apparatus claim 1; therefore, they are rejected under the 
same rationale. 

14. Claims 24 and 26 are corresponding computer program and computer-readable 
memory medium claims of apparatus claim 7; therefore, they are rejected under the 
same rationale. 

15. Claims 27-28, 32 and 34-43 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ohta (US 6,396,848). 

16. As to claim 27, Ohta teaches an image communicating apparatus for sending 
and receiving image information through a public line network, comprising: 

email means for sending and receiving email via an email server (network 
facsimile apparatus 2 sending and receiving email via POP server 3) enclosed in a 
communication network (Ohta, Fig. 1, C5:L61 -C6:L5); 

memory means for storing communication management information of said email 
(a hard drive unit 25 for storing communications information and image information 
through various communication operations) (Ohta, Fig. 2, C6: L27-32 and C7: L1 1-25); 
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communication management information forming means for, each time said 
email is sent by said email means, forming communication management information of 
said sent email and storing it into said memory means (network facsimile apparatus 2 
performs various communications operations to extract image/communications 
information for storing in the hard drive unit 25) (Ohta, Fig. 6 and C1 1 :L47 - C12165); 

updating means for, when a delivery status notification for said sent email from 
said email server is received by said email means, updating contents of the 
communication management information of said email which received said delivery 
status notification in accordance with said received delivery status information (marking 
an "OK" for a normal completion or a "NG" for an abnormal completion) (Ohta, C14: 
L20-22); and 

communication management report output means for outputting a 
communication management report indicative of the communication management 
information stored in said memory means (outputting the communications history report 
42 as illustrated in Fig. 9) (Ohta, C1 4:L46-52). 

17. As to claim 28, Ohta teaches the apparatus of claim 27, wherein said 
communication management information includes a transmission result of said sent 
email, and said updating means updates the transmission result of the communication 
management information of the email which received said delivery status notification in 
accordance with said received delivery status information (marking an "OK" for a normal 
completion or a "NG"foran abnormal completion) (Ohta, C14: L20-22). 
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18. Claims 32 and 34-35 are corresponding apparatus claims of apparatus claims 
27-28; therefore, they are rejected under the same rationale. 

19. Claims 36, 39 and 41-42 are corresponding image communicating apparatus, 
method, computer program and computer-readable memory claims of apparatus claim 
27; therefore, they are rejected under the same rationale. 

20. As to claim 37, Ohta teaches the apparatus of claim 36, wherein each of said 
communicating functions is a communication function according to each of the ITU-T 
recommendation T.30, T.37, and T.38 (Ohta, C10: L25-38). 

21. Claim 38, 40 and 43 are corresponding method, computer program and 
computer-readable memory claims of apparatus claim 27; therefore, they are rejected 
under the same rationale. 

Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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23. Claims 3-6 and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iwazaki, in view of Miyamoto et al. (US 6,327,046), herein after 
referred as Miyamoto. 

24. As to claim 3, Iwazaki teaches the apparatus of claim 1 , but does not explicitly 
teach selecting means for selecting ON/OFF of an execution of said requesting means, 
and wherein said communication managing means manages ON/OFF of the request of 
said reply email as transmission information every sent email. 

In a related art, Miyamoto teaches an electronic mail processing apparatus and 
method comprising a selecting device for selecting whether a request for reply to an 
electronic mail to be transmitted is to be made or not by marking the check box 19 in 
Fig. 5 to turn ON a reply email request (Miyamoto, C7: L41-44). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to combine the teachings of Iwazaki and Miyamoto to 
include a selecting means for selecting ON/OFF of the request of reply email as 
transmission information every sent mail since such methods were conventionally 
employed in the art to allow the sender to select whether a request for reply to an email 
from the receiver to be made or not at the time of transmitting the email; to specify a 
due date of reply and to retransmit the same email automatically when no reply has 
been received within a predetermined period of time. 
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25. As to claim 4, Iwazaki-Miyamoto teaches the apparatus of claim 1 , wherein said 
control means updates the transmission information which is managed by said 
communication managing means to first information showing that the reply email 
responsive to said sent email has been received (Miyamoto, Fig. 8 and C7: L6-18). 

26. As to claim 5, Iwazaki-Miyamoto teaches the apparatus of claim 1 , wherein said 
control means updates the transmission information which is managed by said 
communication managing means to second information showing that the reply email 
responsive to said sent email is not received within a predetermined period of time 
(Miyamoto, Fig. 7 and C7: L6-18). 

27. As to claim 6, Iwazaki-Miyamoto teaches the apparatus of claim 1, further 
comprising output means for visually outputting the transmission information, which is 
managed by said communication managing means (Miyamoto, Figs. 7-8 and C7: L6- 
18). 

28. Claims 14-17 are corresponding method claims of apparatus claims 3-6; 
therefore, they are rejected under the same rationale. 

29. Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ohta, in view of Wing (US 6,650,440). 
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30. As to claim 29, Ohta teaches the apparatus of claim 28, but does not explicitly 
teach wherein said delivery status notification for said sent email from said email server 
is a notification showing one of a "failed" notification, "delayed", "normal end of 
transmission", and "relayed" as a transmission result of said sent email. 

In a related art, Wing teaches a communication system for transmission of 
facsimile information using an email message from a sending fax device to a receiving 
fax device through mailer devices including a sending gateway device and a receiving 
gateway device, wherein a DSN (Delivery Status Notification) confirmation request 
message can generate four types of responses: "Relay DSN", "Delivery Success", 
"Delivery Failure", and "Delayed Delivery" (Wing, C9: L31-37). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to combine the teachings of Ohta and Wing to include 
delivery status notification showing one of a "failed" notification, "delayed", "normal end 
of transmission", and "relayed" as a transmission result of said sent email since such 
methods were conventionally employed in the art to allow the system to inform the 
sending user of the status of the delivery of the fax message. 

31. As to claims 30-31, Ohta-Wing teaches the apparatus of claim 28, further 
comprising discriminating means for discriminating whether the delivery status 
notification for said sent email from said email server has been received by said email 
means after the elapse of a predetermined period of time from the transmission of said 
email or not (Wing, C9:L38 - C10:L28), and updating means updates the transmission 
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result in accordance with said received delivery status notification, and output means 
outputs a communication management report in which said transmission result was 
updated as a communication management report of said sent email (outputting an "OK" 
for a normal completion or a "NG" for an abnormal completion to the communications 
history report 42 as illustrated in Fig. 9) (Ohta, C14:L46-52). 

32. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ohta, in view of Matsueda et al. (US 6,301,016), herein after referred as Matsueda. 

33. As to claim 33, Ohta teaches the apparatus of claim 32, but does not explicitly 
teach said error notification information output means comprises means for generating a 
warning sound as said error notification information. 

In a related art, Matsueda teaches a data processing apparatus, such as a 
facsimile apparatus that transmits and/or receives data to and from another apparatus, 
comprising a loud speaker for generating a sound warning of the occurrence of an error 
or failure (Matsueda, C18: L23-25). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to combine the teachings of Ohta and Matsueda to 
include means for generating a warning sound as said error notification information 
since such methods were conventionally employed in the art to warn the user about the 
error, to give the user the information of the error occurrence, thereby allowing the user 
to take proper action for the error (Matsueda, C1 9: L8-29). 
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34. Further references of interest are cited on Form PTO-892, which is an 
attachment to this office action. 

35. A shortened statutory period for reply to this action is set to expire THREE (3) 
months from the mailing date of this communication. See 37 CFR 1 .134. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quang N. Nguyen whose telephone number is (571) 
272-3886. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
SPE, Rupal Dharia, can be reached at (571 ) 272-3880. The fax phone number for the 
organization is (703) 872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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